The opinion in support of the decision being entered today was
not witten for publication in a law journal and is not
bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL
This is a decision on appeal fromthe final
rejection of clainms 1 through 10, all clains pending in this
appl i cation.
The invention relates to protecting an el ectronic
circuit fromdetrinental contam nants. |In particular,

referring to Figure 2, integrated circuit 18 is positioned on
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pedestal 20 in container 21. The container is filled with a
hydr ophobic liquid conpletely imersing the circuit, and
formng a bubble 26 at the top. In view of the differences in
specific gravity between the hydrophobic liquid and the
condensate (e.g., water), the latter gravitates toward the
bott om of the contai ner and the el evated pedestal segregates
the circuit fromthe condensate regardl ess of the container
orientation.

Representati ve i ndependent claim1l is reproduced as
fol |l ows:

1. A nmethod for extending a life cycle of a high
density electronic circuit by isolation fromdetrinenta
contam nants, conprising the steps of:

provi ding a contai ner capabl e of bei ng seal ed,

provi di ng pedestal neans positioned on the interior
of the container,

addi ng a hydrophobic liquid in an anmount sufficient
to imerse the electronic circuit and to forma conpressible
bubbl e at the top of the container, and

seal i ng the contai ner.

so that on the contam nation of the container, the
el evat ed pedestal segregates the electronic circuit fromthe
condensat e regardl ess of the container orientation.

The Exam ner relies on the follow ng references:
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Bolton et al. 3, 229, 023 Jan. 11, 1966
Carl son et al. 4,953, 005 Aug. 28, 1990
Char di net 2,518, 812 Jun. 24, 1983

(French Patent)

Claims 1, 2, 5 through 7 and 10 stand rejected under
35 U.S.C. §8 103(a) as being unpatentable over Chardine in view
of Bol ton.

Clains 3, 4, 8 and 9 stand rejected under 35 U S. C

8§ 103(a) as being unpatentable over Chardine in view of
Bolton, and further in view of Carlson.

Rat her than reiterate the argunments of Appellant and
the Examner, reference is made to the brief and answer for
the respective details thereof.

As a prelimnary matter, we note that the Exam ner
is correct regarding the noted errors of the clains appearing
in the Appendix to the brief (answer-pages 3 and 4). In

addition, we note that the after “container” in claiml1,

YAl'l discussion of this reference relates to a
transl ati on obtai ned by the USPTO copy encl osed.
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line 10, should be a “,”. In claim1, last line, “the
condensate” has no antecedent. |In claim6, “top of the
package” should be “top of the container”, “so that on the

contam nation” should be “so that on contam nation”, and “by a
condensate,” should be “by the condensate,”. W also note the
anendnent to claim2, changing “assenbly” to “circuit” has not
been physically entered.

OPI NI ON

After a careful review of the evidence before us, we
will not sustain the rejection of clainms 1 through 10 under 35
U.S.C § 103.

The Exami ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one
having ordinary skill in the art would have been led to the
clai med invention by the reasonabl e teachings or suggestions
found in the prior art, or by a reasonable inference to the
artisan contained in such teachings or suggestions. 1Inre
Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cir. 1983).

"Addi tionally, when determ ning obviousness, the clained

i nvention should be considered as a whole; there is no legally
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recogni zable ‘heart’ of the invention.” Para-O dnance Mg. v.
SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
1239 (Fed. Cir. 1995) (citing W L. CGore & Assocs., Inc. v.
Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.
Cr. 1983), cert. denied, 469 U S. 851 (1984)).

Wth regard to claim1l, the Exam ner reasons that
Chardi ne teaches the clained invention except for using the
hydr ophobic liquid 10 in an anount sufficient to forma
conpressi bl e bubble at the top of the container. The Exam ner
notes that Bolton uses a hydrophobic liquid with an el ectronic

circuit in an anmount sufficient to subnerge the circuit, yet

| eave a conpressible bubble at the top of the container to
permt volumetric thermal expansion and contraction of the
liquid 11 (answer-page 5). The Exam ner states:

Therefore, it would have been obvious to
one having ordinary skill in the art at the tinme the
i nvention was made to provi de the package for hybrid
electronic circuits of Chardine with a bubble at the
top 20 of the package to provide for volunetric
t hermal expansi on and contraction of Chardine’s
liquid 10 in view of the teaching of Bolton et al.

[ Answer - page 6. ]
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Appel I ant argues that the air space of Bolton, about
15% of the volume, would not allow a “bubble” to format the
top of the container (brief-pages 3 and 4). Also, Appellant
contends, Bolton is not designed to protect the electronic
circuit regardless of orientation of the container (brief-page
4) .

We agree with Appellant. Bolton never recites a
bubbl e, or anything simlar thereto. Bolton’s “gas space or
cushion 12", as depicted in Figure 1, appears nothing |like a
bubbl e. The only suggestion that Bolton’s space 12 m ght be
broadly considered as a bubble, is the fact that Appellant’s
clainms call for such, i.e. hindsight.

Caim1l s requirenent that “the el evated pedest al
segregates the electronic circuit from condensate regardl ess

of the container orientation” (enphasis added), has never been

addressed by the Exam ner. To the contrary, Bolton suggests
that the orientation of the container remains vertical. At
columm 4, lines 24-28, Bolton states:
When gas insulation rather than liquid
insulation is used there is, of course, no liquid

| evel in the tank above which the port 13 should be
pl aced and consequently the port and its covering
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me[ ] brane can be placed anywhere in the tank wall.

This nmeans that when liquid is used in Bolton, port
13 nust be kept above the liquid, thus severely limting
container orientation. Nor can port 13 be elimnated. Col umm
3, lines 20-32 indicate that sealing port 13 would weaken the
tensile strength of the kraft paper from90%of its initial
strength to 70%

Furthernore, if Bolton’s air space were used in
Chardi ne, Chardine’s purpose would be destroyed. Chardine
totally fills its container with liquid to nmake the circuit
“capabl e of resisting significant [external] pressures”
(transl ation-page 2). An air space would detract fromthis
pressure capability. Moreover, Chardine provides for liquid
t hermal expansion via elastic deformation of the container.
Note page 5 of the translation wherein it states, “a variation
if the volunme of the fluorocarbon due to a |ater tenperature
variation will be absorbed by an elastic deformation of the
hood.” Thus Chardi ne already provides for thermal expansion

of the Iiquid.
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The Exam ner has not shown (or even alleged) that this is
deficient, nor that Bolton's air space is superior.

The Federal Circuit states that "[t]he nere fact
that the prior art may be nodified in the manner suggested by
t he Exam ner does not neke the nodification obvious unless the
prior art suggested the desirability of the nodification.” In
re Fritch, 972 F.2d 1260, 1266 n. 14, 23 USPQ2d 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900,

902, 221 USPQ 1125, 1127 (Fed. Cir. 1984). "Cbvi ousness may
not be established using hindsight or in view of the teachings
or suggestions of the inventor." Para-Ordnance Mg. v. SGS

| nporters Int’|l, 73 F.3d at 1087, 37 USPQ@d at 1239, citing W
L. Gore & Assocs., Inc. v. Grlock, Inc., 721 F.2d at 1551,

1553, 220 USPQ at 311, 312-13.

In view of the forgoing, we will not sustain the
Exam ner’s rejection of claim1l. |ndependent claim®6 recites
the sane unnet limtations, and |ikewise we will not sustain

the Exam ner’s rejection of claimb®.
The remai ning clains on appeal, all dependent, also

contain the above Iimtations discussed in regard to clainms 1
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and 6 and thereby, we will not sustain the rejection as to

t hese cl ai ns.

We have not sustained the rejection of clainms 1

t hrough 10 under 35 U.S.C. § 103. Accordingly,

decision is reversed.

REVERSED

JAMVES D. THOVAS
Adm ni strative Patent Judge

M CHAEL R FLEM NG
Adm ni strative Patent Judge

STUART N. HECKER
Adm ni strative Patent Judge
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